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U.S. Patent and Trademark Office, Commerce § 1.570 

(b) In every instance of an interview 
with an examiner in an ex parte reex-
amination proceeding, a complete writ-
ten statement of the reasons presented 
at the interview as warranting favor-
able action must be filed by the patent 
owner. An interview does not remove 
the necessity for response to Office ac-
tions as specified in § 1.111. Patent own-
er’s response to an outstanding Office 
action after the interview does not re-
move the necessity for filing the writ-
ten statement. The written statement 
must be filed as a separate part of a re-
sponse to an Office action outstanding 
at the time of the interview, or as a 
separate paper within one month from 
the date of the interview, whichever is 
later. 

[65 FR 76777, Dec. 7, 2000] 

§ 1.565 Concurrent office proceedings 
which include an ex parte reexam-
ination proceeding. 

(a) In an ex parte reexamination pro-
ceeding before the Office, the patent 
owner must inform the Office of any 
prior or concurrent proceedings in 
which the patent is or was involved 
such as interferences, reissues, ex parte 
reexaminations, inter partes reexamina-
tions, or litigation and the results of 
such proceedings. See § 1.985 for notifi-
cation of prior or concurrent pro-
ceedings in an inter partes reexamina-
tion proceeding. 

(b) If a patent in the process of ex 
parte reexamination is or becomes in-
volved in litigation, the Director shall 
determine whether or not to suspend 
the reexamination. See § 1.987 for inter 
partes reexamination proceedings. 

(c) If ex parte reexamination is or-
dered while a prior ex parte reexamina-
tion proceeding is pending and prosecu-
tion in the prior ex parte reexamination 
proceeding has not been terminated, 
the ex parte reexamination proceedings 
will usually be merged and result in 
the issuance and publication of a single 
certificate under § 1.570. For merger of 
inter partes reexamination proceedings, 
see § 1.989(a). For merger of ex parte re-
examination and inter partes reexam-
ination proceedings, see § 1.989(b). 

(d) If a reissue application and an ex 
parte reexamination proceeding on 
which an order pursuant to § 1.525 has 
been mailed are pending concurrently 

on a patent, a decision will usually be 
made to merge the two proceedings or 
to suspend one of the two proceedings. 
Where merger of a reissue application 
and an ex parte reexamination pro-
ceeding is ordered, the merged exam-
ination will be conducted in accord-
ance with §§ 1.171 through 1.179, and the 
patent owner will be required to place 
and maintain the same claims in the 
reissue application and the ex parte re-
examination proceeding during the 
pendency of the merged proceeding. 
The examiner’s actions and responses 
by the patent owner in a merged pro-
ceeding will apply to both the reissue 
application and the ex parte reexamina-
tion proceeding and will be physically 
entered into both files. Any ex parte re-
examination proceeding merged with a 
reissue application shall be concluded 
by the grant of the reissued patent. For 
merger of a reissue application and an 
inter partes reexamination, see § 1.991. 

(e) If a patent in the process of ex 
parte reexamination is or becomes in-
volved in an interference, the Director 
may suspend the reexamination or the 
interference. The Director will not con-
sider a request to suspend an inter-
ference unless a motion (§ 41.121(a)(3) of 
this title) to suspend the interference 
has been presented to, and denied by, 
an administrative patent judge, and 
the request is filed within ten (10) days 
of a decision by an administrative pat-
ent judge denying the motion for sus-
pension or such other time as the ad-
ministrative patent judge may set. For 
concurrent inter partes reexamination 
and interference of a patent, see § 1.993. 

[65 FR 76776, Dec. 7, 2000, as amended at 69 
FR 50001, Aug. 12, 2004; 72 FR 18905, Apr. 16, 
2007] 

Ex Parte REEXAMINATION CERTIFICATE 

§ 1.570 Issuance and publication of ex 
parte reexamination certificate con-
cludes ex parte reexamination pro-
ceeding. 

(a) To conclude an ex parte reexam-
ination proceeding, the Director will 
issue and publish an ex parte reexam-
ination certificate in accordance with 
35 U.S.C. 307 setting forth the results of 
the ex parte reexamination proceeding 
and the content of the patent following 
the ex parte reexamination proceeding. 
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